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PATENTS 



L_PatentabilityA^alidity - Anticipation - Double patenting r§ 115.07081 

Application claiming genus which contains species claimed in issued patent is not entitled to "two-way" 
test for obviousness-type double patenting, since instant case, in which both applications were filed on 
same date, does not present more typical scenario in which two-way test applies despite common 
inventive entities, namely when later-filed improvement patent issues before earlier- filed basic 
invention, since specifications of apphcation and issued patent are identical, disclosures are almost 
exactly alike, and invention described in patent thus is not "totally separate" from that of application, 
and since inventions disclosed in both sets of claims had been completed before either application was 
filed. 

l^PatentabilityA^alidity ~ Anticipation ~ Double patenting r§ 115.07081 

Patent applicant is not entitled to exception.of "two-way" test for obviousness-type double patenting if 
applicant can file all of its claims in one application but elects not to. 

l^PatentabilityA^alidity ~ Anticipation ~ Double patenting (§ 115.07081 

Applicants' simultaneous filing of two separate applications that could have been filed as one 
application disqualifies applicants 
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from ''two-way" test for obviousness-type double patenting, since applicants should be viewed as 
having taken calculated risk that, by simultaneously filing two separate applications, they might gain 
advantage of quickly issued narrow patent as well as advantage of broader appUcation which took 
longer to issue as patent but consequently had later expiration date, and since effectively extending 
patent term is precisely result that doctrine of obviousness -type double patenting was created to 
prevent 

4^patentabilityA^alidity - Anticipation - Double patenting f§ 115.0708;> 

"Xwo-way" test for obviousness-type double patenting can only apply when applicant could not avoid 
separate filings, and then only if Patent and Trademark Office controlled rates of prosecution to cause 
later- fil^^ species claims to issue before claims for genus in earUer application; question of control is 
irrelevant in present case, since applicants simultaneously filed two separate applications that could 
have been filed as one. 

g^PatentabilityA^alidity - Anticipation - Double patenting (§ 115.0708) 

Holding that applicants are not entitled to exception of "two-way" test for obviousness-type double 
patenting does not produce unfair result in case in which applicants chose to simultaneously file two 
applications containing almost identical disclosures, with each disclosure supporting both sets of 
claims, since each of several options available to applicant filing both genus and species claims has 
distinct advantages and disadvantages, but none of those options are unreasonable, and since appUcants 
in present case, by their manner of filing, assumed risk that they would be required to terminally 
disclaim. 



Case History and Disposition: 
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Appeal from the U.S. Patent and Trademark Office, Board of Patent Appeals and Interferences. 

Patent application of Todd A. Berg, Donley D. Rowenhorst, James G. Berg, and WilUam K. Leonard, 
serial no. 07/918,360, filed July 23, 1992, From decision upholding examiner's rejection of all claims in 
application on ground of obviousness-type double patenting, applicants appeal. AfTumed. 

Prior decision: 43 USP02d 1703 . 



Attorneys: 

Charles L. Gholz and Alton D. Rollins, of Spivak, McClelland, Maier & Neustadt, Arlington, Va., for 
- appell^^- 

John M. Whealan, associate solicitor, U.S. Patent and Trademark Office; Nancy J. Link, solicitor, Albin 
F. Drost, deputy soUcitor, and David J. Ball Jr., associate solicitor, for appellee. 
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Judge: 

Before Michel, Clevenger, and Gajarsa, circuit judges. . 

Opinion Text 

Opinion By: 

Michel, J. 

Todd A. Berg, Donley D. Rowenhorst, James G. Berg and William K. Leonard (collectively, "Berg") 
appeal the decision of the United States Patent and Trademark Office's (the "PTO's") Board of Patent 
Appeals and Interferences (the "Board") upholding the examiner's rejection of all the claims of patent 
application Serial No. 07/918,360 (the "application'*), based on certain claims of U.S. Patent No. 
5,201,916 previously issued to Berg (the " '916 patent"), on the ground of obviousness-type double 
patenting. In re Berg , No. 94-2492 (B.P.A.I. Feb. 12, 1997). This case was submitted for our decision 
following oral argument on January 5, 1998. Because the Board did not err in applying the "one-way" 
test, rather than the "two-way" test, to the genus claims of the simultaneously filed application in Ught 
of the nearly identical species claims of the patent to the same four inventors, we affirm. 

BACKGROUND 

The application at issue was filed on July 23, 1992. On the same day, the same four inventors filed a 
second application that issued as the '916 patent on April 13, 1993. Both the '916 patent and the 
application are assigned to the inventors' employer, Minnesota Mining and Manufacturing Company 
("3M"). The specifications of the '916 patent and the application are practically identical. Each 
discloses a molding method for preparing an alpha alumina abrasive particle suitable for use as an 
abrasive grit in an abrasive composition and the composition resulting from performing the method. 
The disclosed molding method includes a step of providing a mold that has at least one surface that 
provides an opening to a cavity with a specified shape. A liquid dispersion including particles to be 
converted to alpha alumina is then introduced through the opening into the mold cavity. Both the '916 
patent and the application describe a preferred embodiment in which the exposed surface of the liquid 
dispersion in the cavity does not extend substantially beyond the plane of the opening, which assures 
that abrasive particles prepared by the process are substantially uniform in shape and size. This effect is 
achieved by wiping away any portion of the liquid dispersion in the cavity that extends 
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above the plane of the mold surface. In contrast, in a disclosed but non-preferred embodiment of the 
invention, the dispersion is simply permitted to extend above the mold surface. Both the '916 patent and 
the application describe the preferred "wiping" embodiment as enhancing the beneficial grinding 
performance properties of the composition which employs the abrasive particles so produced. 
The application claims that matured into the '916 patent were allowed by the examiner in a first Office 
action on September 22, 1992. Six days thereafter, the examiner entered an Office action rejecting the 
claims of the Berg appUcation on the sole ground of obviousness-type double patenting over certain 
claims of the soon-tb-issue '916 patent. Berg did not dispute that the claims of the appUcation were 
obvious in light of the '916 patent claims, but Berg refused to enter a terminal disclaimer in the 
application, thus prompting a final rejection which Berg appealed to the Board. 
The Board affirmed the examiner's rejection based on obviousness-type double patenting, ruling that 
claim 1 of the '916 patent was a species of the genus claimed in claim 1 of the application. I_The Board 
also found that Berg could have put all of the claims in the same application but elected not to, and 
hence chose to assume the risk as to which appUcation would complete prosecution fu:st. The Board 
concluded that Berg effectively controlled the appUcation's rate of prosecution compared to the '916 
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patent and, therefore, the one-way test for obviousness-type double patenting apphed. Under that test, 
the Board found that Berg's appUcation claims were obvious in light of the '916 patent claims. 
Therefore, Berg had to file a terminal disclaimer in order for its application claims to issue. As Berg 
had refused to file a terminal disclaimer, the Board sustained the rejection, and Berg timely appealed to 
this court. We have jurisdiction under 28 U.S.C. Section 1295(a)(4)(A) (1994). 

DISCUSSION 

I. The Relationship of the Claims 

The invention defined in claim 1 of the Berg application is almost identical to that defined in claim 1 of 
the '916 patent. The only potentially patentably distinct difference is found in step (c). 2,In the '916 
patent, 
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step (c) requires "introducing said dispersion into said mold cavity such that no exposed surface of said 
dispersion extends substantially beyond said plane of said first surface of said mold , " (emphasis 
added). Step (c) of the Berg application, however, only requires "introducing said dispersion into said 
mold cavity." The application claim, therefore, encompasses the '916 patent claim, and the '916 patent 
claim anticipates the application claim. The relationship of the application claim to the '916 patent 
claim, accordingly, is one of genus to species. 

II. Obviousness-Type Double Patenting Rejections 

Obviousness-type double patenting is a judge-made doctrine that prevents an extension of the patent 
right beyond the statutory time limit. It requires rejection of an application claim when the claimed 
subject matter is not patentably distinct from the subject matter claimed in a commonly owned patent. 
See In re Braat , 937 F.2d 589, 592, 19 USP02d 1289 , 1291-92 (Fed. Cir. 1991). Its purpose is to 
prevent an unjustified extension of the term of the right to exclude granted by a patent by allowing a 
second patent claiming an obvious variant of the same invention to issue to tiie same owner later. See 
In re Goodman , 11 F.3d 1046, 1052, 29 USPO2d2010. 201 5 (Fed. Cir. 1993). Obviousness- type 
double patenting is a question of law reviewed de novo by this court. See id, ; see also General 
Foods V, Studiengesellschaft Kohl MbH , 972 F.2d 1272, 1277, 23 USP02d 1839 , 1843 (Fed. Cir. 
1992). 

Generally, a "one-way" test has been applied to determine obviousness-type double patenting. Under 
that test, the examiner asks whether the application claims are obvious over the patent claims. In a 
recent case, with unusual circumstances, however, this court instead applied a "two-way" test. See 
Braat , 937 F.2d at 592, 19 USP02d at 1291-92 . Under the two-way test, the examiner also asks 
whether the patent claims are obvious over the application claims. If not, the application claims later 
may be allowed. Thus, when the two-way test applies, some claims may be allowed that would have 
been rejected xmder the one-way test. One of our predecessor courts, the Court of Customs and Patent 
Appeals, also at various times applied an analysis similar to that used in Braat to determine 
obviousness-type double patenting. See In re Borah , 345 F.2d 1009, 1009, 148 USP0 213 , 214 
(CCPA 1966); In re Calvert , 97 F.2d 638, 640, 38 USPQ 184, 185 (CCPA 1938). The essential 
concern was to prevent rejections for obviousness-type double patenting when the applicants filed first 
for a basic invention and later for an improvement, but, through no fault of the appUcants, the PTO 
decided the applications in reverse order of filing, rejecting the basic application although it would have 
been allowed if the applications had been decided in the order of their filing. The question of whether 
/the "one-way" test or the "two-way" test applies, the dispositive issue here, is one of law and therefore 
reviewed by this court without deference. See InreEmert , 124 F.3d 1458, 1460, 44 USP02d 1149 , 
115i(Fed. Cir. 1997). 

Under the one-way test, if the scope of the application and the patent claims is not identical, the court 
must ask whether the former defmes merely an obvious variation of the latter. See Goodman 1 1 F.3d 
at 1052, 29 USP02d at 2015-16 . If the application claim is not patentably distinct, in order to 
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overcome the double patenting rejection, the applicant must file a "terminal disclaimer," foregoing that 
portion of the term of the second patent that extends beyond the term of the first. See id. at 1052, 29 
USPQ2d.aL2016; see also Emert , 124 F.3d at 1461-62, 44 USP02d at 1152 . 
Under special circumstances, however, this court and the Court of Customs and Patent Appeals have 
both made an exception and instead have applied a two-way test. Specifically, in Braat , this court 
examined the application claim and the patent claim to determine whether each was obvious in view of 
the other, rather than considering only whether the application claim was patentably distinct from the 
patent claim. See 937 F.2d at 593, 19 USP02d at 1292 : see also Borah , 345 F.2d at 1009, 148 
USPO at214 : Calvert , 97F.2dat640, 38 USPQ at 185. Since Braat , many patent applicants 
facing an obviousness-type double patenting rejection under the one-way test have argued that they 
actually are entitled to the two-way test. The two-way test, however, is a narrow exception to the 
general rule of the one-way test. Indeed, the primary basis for the Braat decision - different inventive 
entities - was removed by the Patent Law Amendments Act of 1984 (the "1984 Act"). Nevertheless, 
the notion survives that in certain unusual circumstances, the applicant should receive the benefit of the 
two-way test. The question then is: when? 
/ III. Application of tiie Obviousness-Type Double Patenting Rules to this Case 
I Berg does not argue here that it survives the one-way test, i.e., that its application 
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claims are nonobvious in light of the claims of the '916 patent, but only that it is entitled to application 
of the two-way test because it filed the two applications simultaneously, and therefore cannot be 
1 responsible for their rates of prosecution through the PTO. According to Berg, under a two-way test, 
I the rejection of its application claims cannot be sustained because the invention of claim 1 of the '916 
I patent is not obvious in light of claim 1 of the application. Because we hold that the Board was correct 
' in applying the one-way test, however, we do not reach the issue of whether Berg's '916 patent claims 
are patentably distinct over the application claims. 

I In making the argument that it is not responsible for the relative rates of prosecution. Berg relies on 
cases such as Borah and Calvert in which an earlier-filed basic application was rejected based on a 
commonly-ovmed, later-filed improvement patent See Borah , 354 F.2d at 1009, 148 USPQ at 214 : 
Calvert , 97 F.2d at 640, 38 USPQ at 185. In these cases, the PTO took longer to examine the basic 
application than it did the improvement, causing the applications to issue in reverse order of filing. 
Berg asserts that its situation is analogous to those of the applicants in cases like Borah and Calvert 
because, as it filed the two applications simultaneously, it did not exercise control over their progress 
through the PTO. According to Berg, therefore, the PTO must be deemed responsible for the species 
I claims issuing prior to the genus claims, thus entitling Berg to a patent on the genus claims wdthout a 
\i / terminal disclaimer. 3_ 

- The Board took the opposite view: the PTO cannot be seen as controlling the rates of prosecution 
becaus e Berg chose to file its applications separately but simul taneouslv. The Board further found that 
there is no apparent reason why appellants were prevented from "presenting claims to the generic 
invention for examination in the application which matured into the issued Berg patent wherein claims 
to the best mode were presented. Further, like Schneller , subject matter covered by the claims of the 
Berg application (i.e., the best mode of practicing the invention) is fully disclosed and expressly 
claimed in the clainis of tiie Berg-patent. . 

Berg , slip op. 13. The Board held that "the term of patent protection for the best mode would be 
unjustifiably extended beyond the statutory time limit by allowance of the herein appealed claims." Id. 

r Although the decision of the Board affirming the application of the one-way test rather than the two- 
way test to Berg's application is correct, we hold, however, that this case is not appropriate for 
application of a "control of prosecution rates" analysis to determine whether Berg is entitled to the two- 
way test. Rather, we base our affumance on the second stated rationale of the Board: because Berg 
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could have filed the claims of its separate applications in a single application, and it simply chose to file 
^0 applications despite nearly identical disclosures, Berg is not entitled to the two-way tes t. 

A. The Special Circumstances Triggering the Two-Way Test are Not Present in Berg's Cas e ^ 
[1] Berg relies on Braat to support application of the two-way test. Braat was anunusuaT case; 
moreover, its factual situation is not likely to be repeated since the 1984 Act went into effect. Even 
assuming that Braat retains some vitality, it is, nevertheless, distinguishable. In Braat the common 
assignee could not have filed both sets of claims together because the inventive entity named in the 
aEEl ig^tion did^not invent the subject matter of all the patent claims and vice-versa . 4_~See Braat , 

"^9^7F.2d at 594. 1 9 USP02d at 1293 . In addition, in Braat the "patentlnvention". . . [was] totally 
separate from that of [the application], and could conceivably have been developed earlier rather than 
later." Id at 593, 1 9 USP02d at 1292 . The court in Braat , however, emphasized the more typical 
scenario in which, despite common inventive entities, the two-way test applied: *'when a later-filed 
improvement patent issues before an earlier filed basic invention." Id. (emphasis added); accord 
Borah , 345 F.2d at 1009, 148 USPO at 214 (allowing the earlier filed but later allowed basic patent 
application to issue without a terminal disclaimer because the t wo applications could not have been 
filed as ' 
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one si nce the improvem ents were not m ade imtil after the application on the basic invention was fi led); 
see~aIso Calvert , ~Vl t.id at 64U, 38'QSPQ at 185 (allowing an earlier filed patent application tor ' 
generic invention to issue without a terminal disclaimer after a later filed improvement patent). 
Furthemiore, in the present case, unlike Braat , the specifications of the Berg appHcation and of the 
'916 patent are identical; the two disclosures are almost exactly alike. The invention described in claim 
1 of the '916 patent, therefore, is anything but "totally separate" from that of the Berg application. In 
fact, the preferred embodiment of practicing the invention disclosed in the written description of both 
the application and the '916 patent is claimed in claim 1 of the '916 patent. In addition, both the '916 
patent and the application list the same inventive entity, i.e., the same four inventors. Thus all of the 
excuses accepted by the court in Braat are absent here. Finally, unlike Borah , the inventions 
disclosed in both sets of claims had been completed before either application was filed. 
[2] F or its own reasons. Berg chose to file two applications even though conventional practice 
presumably would have counseled filing one application. We hold, therefore, that if an applicant can 
file all of its claims in one application, 5.but elects not to, it is not entitled to the exception of the two- 
way test. 6_ 

B. Berg's Prosecution Facts Are Close to Those in Goodman 

Contrary to Berg's assertions, the facts of the present case are close to those in Goodman , a case in 
which we applied the standard one-way test. In Goodman , the applicant filed both species and genus 
claims in the same application. The examiner allowed the species claims but rejected the genus claims. 
Rather than appealing the rejection of the genus claims, the applicant permitted the species claims to 
issue upon allowance and continued to prosecute the genus claims in a continuation application. The 
genus claims were subsequently rejected for obviousness-type double patenting in light of the now 
issued species claims. Rather than file a terminal disclaimer, the applicant appealed to the Board and 
then to this court. See Goodman , 1 1 F.3d at 1049, 29 USP02d at 2013 . This court held that " [a] 
Ithough application claims 12 and 13 form .the genus containing the species of patent claim 3, PTO 
actions did not dictate the rate of prosecution . Rather, appellant chose to file a continuation and seek 
early issuance of the narrow species claims." Id. at 1053, 29 USP02d at 2016 (emphasis added). 
Berg asserts that by filing two separate applications simultaneously, it did not dictate the rates of 
prosecution but left the control thereof to the PTO; therefore, its case differs from Goodman , and it 
should not be required to file a terminal disclaimer in order for its application to be allowed. Indeed, 
Berg contends that it chose to file two separate applications precisely to avoid what it considered the 
harsh result in Goodman : the claims which required further prosecution were subsequently rejected 
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for obviousness-type double patenting in view of the issued claims. 

[3] However, simultaneously filing two separate applications 7_that could have been filed as one 
application disqualifies Berg from the two-way test. 8_Rather, Berg should be viewed as having taken a 
calculated risk that, by simultaneously filing two separate applications, it might gain the advantage of a 
quickly issued, narrow patent and also the advantage of a broader application which took longer to issue 
as a patent but consequently 
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had a later expiration date. 9_Effectively extending the patent term, however, is precisely the result that 
the doctrine of obviousness-type double patenting was created to prevent. See Goodman , 1 1 F.3d at 
1051, 29 USP02d at 2015 . 

[4] Here, the examiner and the Board were correct in applying the one-way test. The two-way exception 
can only apply when the applicant could not avoid separate filings, and even then, only if the PTO 
controlled ^e rates of prosecution to cause the later filed species claims to issue before the claims for a 
genus in an earlier application. This was the situation in Borah . In Berg's case, the two applications 
could have been filed as one, so it is irrelevant to our disposition who actually controlled the respective 
rates of prosecution. Because Berg could have filed one application, Berg's case is controlled by factual 
analogy to and in principle by Goodman . 
C. The Options Available to Berg Were Reasonable 

Berg argues that such an outcome is unfair as the applicant is forced to choose between unattractive 
alternatives. Such an applicant, however, has several options, none of which is unreasonable. If a 
potential applicant is unsure whether it has more than one patentably distinct set of claims, the PTO 
advises that it file all of the claims as one application. 1 0 Then, as examination proceeds, if the PTO 
determines that more than one distinct invention was claimed in a single application, 35 U.S.C. Section 
121 authorizes the Commissioner to restrict the claims in the application to a single invention. See 
Manual of Patent Examining Procedure, 6th ed., rev. 1, Section 806 ("MPEP") (where inventions are 
independent, restriction to one thereof is ordinarily proper; where inventions are related as disclosed but 
are distinct as claimed, restriction may be proper). If the claims are so restricted, one or more divisional 
applications can then be filed containing the claims that were the subject of restriction. When such a 
divisional appUcation is filed, the PTO is prohibited from using the claims of the patent issuing on the 
application that prompted the restriction requirement as a reference against the claims of any divisional 
application. See 35 U.S.C. Section 121; see also MPEP Section 804.01. Hence, by filing all of its 
related claims in one application, such an applicant is protected from an obviousness-type double 
patenting rejection if the PTO later determines the applicant has submitted claims to more than one 
patentable invention. 

Berg, however, maintains that had it filed one application containing both the genus and species claims 
as the PTO suggests, it still might have been subjected to an obviousness-type double patenting 
rejection, like the Goodman appHcants. Specifically, Berg asserts that if the examiner had failed to 
make a restriction requirement pursuant to 35 U.S.C. Section 121 (presumably because the claims did 
not disclose two or more patentably distinct inventions), but had allowed the species claims and rejected 
the genus claims. Berg would have faced the unattractive alternatives of either appealing the rejection 
of the genus claims, meanwhile delaying the issuance of the species claims, or allov^ng 
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the species claims to issue and pursuing the genus claims in a continuation application. 12_ 
Under the first alternative, considering the time for appeal to the Board and tiien potentially to this 
court, presumably it could be several years before any of the applicant's claims issued. According to 
Berg, however, the second alternative has serious drawbacks as well. Under the second alternative, 
should the species claims issue prior to conclusion of examination of the genus claims, once again the 
species claims would be used in an obviousness-type double patenting rejection of the genus claims. 



http://iplaw.bnaxoni/cgi-bin/om_isapi.dll//ip_uspq2d.nfo/?showhidden==yes&clientID=39.., 05/12/2006 



Page 8 of 10 



and the genus claims would thus be subject to a terminal disclaimer requirement as a condition of 
issuance. See Goodman , 1 1 F.3d at 1053, 29 USP02d at 2016 . Berg fails to note, however^ that 
"the use of a terminal disclaimer in overcoming a nonstatutory double patenting rejection is in the 
public interest because it encourages the disclosure of additional developments, the earlier filing of 
applications, and the earlier expiration of patents whereby the inventions covered become freely 
available to the pubhc." MPEP Section 804.02. 

Furthermore, the problem with an obviousness-type double patenting rejection imder the second 
alternative is the resultant terminal disclaimer. Its duration, however, could be diminished by promptly 
filing and prosecuting the continuation application containing the genus claims once notice of 
allowance on the species claims is entered. 13 In such a situation, presumably the durational effect of 
any terminal disclaimer would be minimized. The choice is the applicant's and thus is not unfair. 
If an applicant could have filed both sets of claims in a single application because the disclosure of the 
first application supports the second set of claims, then pursuant to this case and Goodman , the one- 
way test is appropriate to determine if a rejection for obviousness-type double patenting should be 
sustained. 

If, on the other hand, an applicant could not have filed both sets of claims in one application — for 
example, because the second application claimed an invention that was not adequately disclosed in the 
first application ~ but the first application was delayed in prosecution causing the second application to 
issue as a patent first, then one would expect that the "control test" as discussed in Borah would be 
applied to determine whether the applicant or the PTO is responsible for the delay. Under this scenario, 
the one-way test is appropriate to determine whether a rejection for obviousness-type double patenting 
will be sustained if the applicant is found responsible for the delay in prosecution of the first- filed 
application. The two-way test may be appropriate, however, in the unusual circumstance that the PTO is 
solely responsible for the delay in causing the second-filed application to issue prior to the first. 
[5] Each of the options for an applicant filing both genus and species claims has distinct advantages and 
disadvantages. In the present case, Berg deliberately chose to file simultaneously two applications 
containing almost identical disclosures, with each disclosure supporting both sets of claims. Berg 
therefore took the risk that it would be required terminally to disclaim. It filed so knowing the law and 
the likely outcome. The options are neither unfair, nor inconsistent with settled law, and Berg must 
accept the foreseeable legal consequences of its choice. To embrace Berg's argument would 
substantially relax the standards of the obviousness-type double patenting doctrine in all cases of 
simultaneous filing. This we decline to do. 

CONCLUSION 

Because of Berg's refusal to submit a terminal disclaimer, all of the genus claims in the Berg application 
are unpatentable oyer the species claims of Berg's '916 patent imder the doctrine of obviousness-type 
double patenting because tiie one-way test applies here as both genus and species claims could have 
been filed in a single application. For the above reason, the decision of the Board is 

AFFIRMED . 



Footnotes - 

Footnote L ,Both the Board and Berg treat claim 1 of the '916 patent and claim 1 of the application as 
representative of the other pending claims, and we do as well. 

Footnote l ^Both claim 1 from the application and from the '916 patent are reproduced below, 
(application omitted) 

Footnote S^ Furthermore, argues Berg, it took over four years from the date the application was filed 
until the Board rendered its decision affirming the examiner's rejection. If Berg now were to file a 
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termin^/^'J^^'"' it would forfeit from the term of its patent those four years in addition to the time 
•t tak^^ ^ appeal to be decided. 

FQQfliei^^°* appUcations were filed before the 1984 Act took effect. Prior to the 1984 Act 
r^^tors could not apply jomtly unless each made an inventive contribution to the subject matter of 
Wery clf^- Under the 1984 Act, 35 U.S.C. Section 1 16 was amended so that " [ijnveiitors may apply 
for a patent jomtly even though . . . each did not make a contribution to the subject matter of every 

^oQmS^l°l example, an applicant could have filed all of its claims m one application when the 

^r^osure of the earher filed application will support the claims in the later filed application 

^^^jjjQtgA.Furthennore, even m a case where the inventions could not have been filed in a single 

iication, if the applicant thereafter controlled the respective rates of prosecution to cause the species 

or improvement claims to issue prior to the genus or basic invention claims as could have been done 

W, ^-^Z genus claims long after the species claims even though the two were invented at 

nearly the same time or tiie genus claims were invented first, or by filing numerous continuations in the 

genus application while failmg to respond substantively to PTO Office actions, such applicant seems 

5ot to be entitled to tiie two-way test under settled case law. S-ee, e.g. , Emert , 124 F.3d at 1461 44' 
^jggQgdat 1152. ' — 

^^g^jQtei.Although almost identical, Berg's applications are not related as by continuation 
continuation-m-part, or divisional, and neither references the other. Berg's actions in filing each of tiiese 
two applif^t'ons without informing the PTO of the existence of tiie otiier is misleading to the examiner 
because Berg s actions imply that each application is independent and patentably distinct 
g^^gtOQt^AlIowing what Berg suggests might encourage practitioners to file simultaneously multinle 
applications with identical disclosures when only one was needed and would burden the PTO with tile 
responsibility of cross-referencing all of tiie related apphcations in order to determine if a terminal 
disclaiiwer was required. 

Pogtfl^^As tiie two applications were filed prior to June 8, 1 995, Berg will be entitied to a patent 
term of *e longer of 17 years from tiie date of issue or 20 years from tiie date of filing of tiie '9^16 
patent and on any patent tiiat should issue from tiie application. Under tiie current rules, however an 
applicant m the scenario like Berg's would be entitled only to 20 years from tiie date of filing for my 

atent that issued from applications filed after June 8, 1 995. Hence, under tiie current rules tiie lengtii 
of time an application remains m prosecution sunply diminishes tiie effective lengtii of tiie patent tem 
accordingly. 

g^gtilQt|iQ^When two sets of claims filed in tiie same application are patentably distinct or represent 
independent inventions, tiie examiner is to issue a restiiction requirement. See Manual of Patent 
Examining Procedure, 6tii ed., rev. 1, Sections 803, 806. 
g^ggjgtelL.35 U.S.C. Section 121 states in relevant part: 

If two or more independent and distinct inventions are claimed in one application, tiie Commissioner 
may requii^e tiie application to be restiicted to one of tiie inventions. If tiie otiier invention is made tiie 
subject ot a divisional application which complies witii tiie requirements of section 120 of tiiis titie it 
shall be entitied to tiie benefit of tiie filing date of tiie original application. A patent issuing on an 
application witii respect to which a requirement for restiiction under tiiis section has been made or on 
^ application filed as a result of such a requirement, shall not be used as a reference eitiier m the 
Patent and Trademark Office or m tiie courts against a divisional application or against tiie original 
application or any patent issued en eitiier of tiiem, if tiie divisional application is filed before the 
issuance of tiie patent on the other application. 
U.S.C. Section 121 (1994). 

g^ggtflotejl The first alternative is similar to what Berg did in tiiis case, except here, Berg received tiie 
benefit of issuance of tiie species claims while it appealed tiie rejection of tiie separate application witii 

the gs^^^ claims. 

g^gtioQteil^Under tiie current rules, because tiie term of tiie patent is 20 years from tiie date of filing 
applicants have every incentive to try to complete prosecution of tiieir applications as quickly as 
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possible to minimize elapsed time from filing. 



- End of Case - 
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